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REMARKS 

The Examiner has rejected claims 21 through 24 and 26 through 28 under 35 U.S.C. 
§101. The Examiner has rejected claims 1 through 8, 10 through 12, 21 through 24, 26 through 
36 and 38 through 40 under 35 U.S.C. §102. In view of the above claim amendments and the 
following remarks, the applicants respectfully request the Examiner to reconsider the pending 
rejections. 

The Section 101 Rejections 

For claims 21 through 24 and 26 through 28, the Examiner has pointed out that the 
rejected claims define a signal or carrier waive as a rejection basis under 35 U.S.C. §101. The 
specification on page 32 discloses that the functions of the preferred embodiments are 
implemented by a software program, and the implemented software programs are stored in a 
recording medium such as CD-ROM, which is read for loading the computer programs into a 
computer memory or another memory for execution, (lines 8 through 15, page 32). In the last 
response, the applicant has remarked that the next paragraph of the specification also discloses 
the stored programs in a memory device such as magnetic disk or a server computer is 
distributed by downloading among the users who are connected via a network such as the 
Internet, (lines 26 through 29, page 32). The latter of the above remarks was not intended to 
mean that the claimed invention defines the network distribution. 

Nowhere in claims 21 through 24 and 26 through 28 defines "signal." In fact, the 
functional descriptive material or tasks in claims 21 through 24 and 26 through 28 are explicitly 
claimed as a statutory computer readable storage medium. No signal is claimed. Let alone, no 
signal embodies the claimed functions. Contrarily, the above disclosures clearly specify that the 
storage medium contains the computer executable instructions that are to be executed to perform 
certain specified functions. 
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Notwithstanding the interpretations of the disclosures, the claims themselves define their 
proper scope. . Phillips v AWH Corp, No. 03-1269, p 12 (Fed. Cir. 2005); In fact, the 
importation of limitations in the specification that are not explicitly recited in the claims is 
prohibited. Laitram Corp v. Cambridge Wire Cloth Co., 863 F.2d 855, 865, 9 U.S.P.Q.2d 1289, 
1299 (Fed. Cir. 1988), cert denied, 490 U.S. 1068 (1989). Claims 21 through 24 and 26 through 
28 each explicitly recite in their preamble that a "storage medium for storing a computer 
program containing instructions" for generating a dictionary and for detecting a specified mark. 
The storage medium is not defined as a signal. Furthermore, the steps or tasks executed by the 
computer readable instructions do not define or embody a signal per se. Furthermore, the 
distribution of software programs is not claimed in any manner by claims 21 through 24 and 26 
through 28. Thus, it appears that the Examiner's interpretation of the scope of claims 21 through 
24 and 26 through 28 is improper. 

The Applicant requests the Examiner to elaborate on the justification for importing a 
computer network disclosed in the specification in interpreting the claimed invention of claims 
21 through 24 and 26 through 28. As quoted above in Phillips, the CAFC prohibits the 
importation of the limitations disclosed in the specification unless the limitation is explicitly 
recited. At lines 2-3 on page 4 of the Office Action, the Examiner has stated that "the 
specifications disclose the medium as being network and it is considered as a 'signal or a carrier 
wave.'" To justify this statement, the Examiner has pointed out the sixth preferred embodiment 
as disclosed on page 32 of the specification. The Examiner alleges on lines 4 through 12 on page 
4 of the Office Action that because "[the specification] clearly states that a software program [as 
stored in a recording medium for] implementing] the function of the above described preferred 
embodiments of the specified mark recognition device ... is distributed by downloading among 
the users who are connected via a network such as internet," the claimed storage medium "intend 
[sic] to cover 'Signal'" [emphasis original]. According to the above justification of the 
Examiner, virtually every recording medium storing a computer program is non-statutory since a 
computer program is downloaded through a network. 
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The specification does not define the claim scope unless the claims themselves expressly 
limit their scope as the CAFC in Phillips has clearly required. It is the claim that defines the 
subject matter limitations, not the specification as the Examiner has wrongly asserted. As 
described above, the claimed invention does not claim a signal. As also described above, the 
distribution of software programs is not claimed in any manner. The claimed recording medium 
is clearly statutory. For these reasons, the applicants respectfully submit to the Examiner that the 
pending section 101 rejections should be withdrawn. 

The Section 102 Rejections 

The Examiner has rejected claims 1 through 8, 10 through 12, 21 through 24, 26 through 
36 and 38 through 40 under 35 U.S.C. §102 for allegedly being anticipated by the Yotsui 
reference. The Examiner has alleged that every subject matter limitations of independent claims 
1, 1 1, 27, 28, 21, 28, 29, 39 and 40 is disclosed or taught by the single cited reference. 

Claims 11, 12, 27 and 28 have been cancelled in the current claim amendment. 

Newly amended independent claims 1, 21, 29, 39 and 40 now explicitly each recite "the 
coordinate conversion table further including a pair of F and D values corresponding to the XY 
coordinate, the F value being an integer by counting fractions equal to or over 0.5 as defined in 
an equation F = 9 / U, where U = 2%l ©, the 9 being the central angle in the polar coordinates, the 
© being a number of pixels in a 9 direction, the D value being assigned an integer from 0 to a 
predetermined number for the central distance in the polar coordinates." 

Each of the newly amended independent claims requires that the image for the 
comparison is reconstructed based upon the "F" and "D" values in the "coordinate conversion 
table." That is, the rotated image is generated anew based upon the F and D values in the 
coordinate conversion table. This requirement is not disclosed in the Yotsui reference. The 
Examiner has asserted that the Yotsui reference discloses the gray level map, which is not 
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materially relevant to the definition of the F and D values as explicitly claimed in newly 
amended independent claims 1, 21, 29, 39 and 40. Thus, the Applicant respectfully submits the 
Examiner that the Yotsui reference fails to anticipate the newly amended independent claims 1, 
21, 29, 39 and 40. 

Dependent claims 2 through 8, 10, 22 through 24, 26, 30 through 36 and 38 ultimately 
depend from one of the newly amended independent claims and incorporate the above discussed 
patentable features of the current invention. 



Conclusion 



Based upon the above reasons, the Applicants respectfully submit to the Examiner that 
the pending section 102 rejections should be withdrawn. 
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